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MEMAEES 

Irx the non-final office action mailed by the Examiner on April 9, 20(>7, Claims ^ -29 v;ere 

pending. 

b n-?t :K^r-Rnai office acuon. tine Exanv.ncr reject c:a Ciiiims ! 6, 1 2, j 5, 1 S- ' 9. ^4, ^uid 
r-y^ ijidcr IJ.S.C §102(e) imder U.S 6,646,561 .ssucd Nove?r=bcr :i, 2003 to Zur ("Zur 
Patent'') The Exaniiaer also rejected claims 4, 13. 22 under 35 U.S.C. § 103(a) as unpatentable for 
obvioasnm over the Zur Fatast standing alone. The Examiner also rejected claims 5, 7, 8 14, 16, 
1 7, 23, 25 asid 26 under 35 U.S.C § 103(a) as unpatentable for ob-viousness over the Zur Patent m 
view of published U.S. patent application Ko. l^S, 2006/0052918 to McLa)d, ct al ("Published 
MeLeod AppHeaCion" h 

In the Reph to that office acuon, Applicants ainended claims 1, 10, 12, 16-17. 19, 25-26, 
md 28-1 9. ajsd cancelled eMms 4-6, I S-I S, and 22-24, without prejudice. 

In respome to the Reply filed Mly 6, 2007^ the Examiner entered a Snai office action 
transmined to Applicants on Septssnber 26, 2007 (-Tending Offtce Action")- 

Thi.s paper is filed in rep^'y to the final office action. 

in tl-.e "'Office .Action Sandman''" of the Pending Office Action ±c Examuia- rejected 
ol^rius 742, 16-21, and 25-29 (collectively, 'Tending Claims") under 35 U.S.C. §103(a) as 

follows: 

A. Claims 7-12, 16-21, and 25-^29 stand rejected as viapatentable ova^ and in view of a 
combination of three (3) referenceSj namely (i) over the Zur Patenf ')» (ii) ^ view of a newly cited 
rcfcrencs, U.S, Patent No. 6.551,151 issued on May 13, 2003 to Wisnia, et al. C^Wisnia Patent"), 
and (iit) in fijrther view of the Published McLeod Application (collectively, the "Three 

References"). 

? fM3^,t.MMS.Sh^%. ^^'''^ Exannno^'s' ?tatcrienJ of rcioc^cd c':i:n:s V<cg:n>-: <mi page 3 oi 
the Pending Office Actaon, Claims i-3 are nut included m the statement of rejected claim.s. As 
indicated, however, in the "OtScc Action Stmmiary'' of the i^ending Office Action the Exan^iner 
rejected claims 1-3. "-12, '6-21. and 25-29, In addition, on page 5 of the Pencing C^lHce \;tion 
claims 2 and 3 arc tunoug the claims holded m p-^reniheses As. ihat presentatUHi is aiidei,«!t<vv1 h\ 
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Applicarits, ihe Examhsor appears fo have rejected at least claims 2-3. finally, tiii; Pei)din^' CMicc 
Action does not appear to indicate allowance of indeprndrnt claim 1. Accordingly, Applicants 
reply to the Pending Office Action presuming that claiirss 1-3, in atMition to claims 7-12, I6-2i, 
and 25-29. stand rejected as unpatentable over and in view of a combination of the Three 
References. 

Appikaiits' Replies ssdArgsi meats 

Applicants respectMl^' r^ly to fie Pending OfSce Action, and requests withdrawal of the 
rejections far at feast the following reasons- 

A, As indicated aho%e, Chims 1-3, 7-12, 16-21, and 25-29 staid '^'cc^ed us 

Patent'), (m; in mc\v of lie V .s.iia .''d^e jt a i {.v} n bnVr ^'e\^ r( \l\s Pubi:s.lied McLcod 
ApDlicatioa. 

Ir. L is pape-', however. Applicants have amei ded mdependeiit claims i, 10, 19, a d 2^', as 
well as the specification of the Appheation, to improve the clarity, readability, and/or 
imdersstandmg of the apphcaaon and of the invention, while adding no ew Tiatter. The 
asnondnients delete avs-aging as an element of the cla its. The rejected Fending Claims therefore 
are allowable. 

B in the Pes ding OfHce Acton, the Examiner makes the "ellowing state- cnts in 
support of the "■obvionsness*' rejectsons m conneetion with the Thxoe References: 
On page 2 of the Pendi^ g Office \ct'On the Ex m'ncr states 

A u.fl 'iv.t- i vs^ ' .MiA^^ u 0 to ovoi ge N< 1 pie iiJ \ 

"icU v^r\ ^ .er^^s e s M \ d' .nior s bet s-sHn a set o nvsn^oo s, . t.k 1 ^ - j < 
'b V \^as a ^sci -Mh'H.i irci.'-is o ''lie ng s.g'^ais H tos-^,.NC 

f^pf lunt s cral'c ge ot tbc obvio'isness ol a\erafflni; cc^j.^-cx ^'gr-a s ^he 
Exannrer has funhe applied as support that tins means w. -. \^ . ^<5h ^ n ne art 
v^tth the teachings of he reference Wi,nsa Wssn a is appx ed t ^^y^^-'-^t "hat li 
v>m wQll'kno^^n to one of ordmmv s< 11 m the art to 4ve age daect^d hiy dh and 
spec.fica.Hv when acquin gbatti,r>^ pa .^meters ptn hasi added) 
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Ai> mmcated. 4ppiscantss are not claiming averagtrg in thi:^ AppiicaLon 

C On page 3 of the PcrdiPg Office Action the Lxaniiner states m tiie ]qs^ 9 Itt^ei., md 
coptit irng or page ^ the f rst 7 hri'^^ that tht 7ux ^atcH doi^s not d^^ciO'^e A^cacsng but anscr*;* 

V\ " - !i ^ \\ \) ^ ^ w ^ <^ ji tu i^"a "c^ 

Lk ^ 1 V N t V i ^ 0 i<:^ •> ^ n les ^ ( r ^ ^ n> s -^p ^ " ] 

^c;*oil lai & lO *nake ou a p«/f'a /<2c»*? argm-ient for obvioi si'scsb under 33 I ^ C ^iOS^a) rof at 
Isast tm ioHowmg reasons: 

L The Examinssr points to m statement in the Applieatian siiggestitjg that any step or 
appsmtos of the AiJpHcation iffider examiMtio^^ mcludss filtering ibr my ptiipose. 

.2. The Examiner points to no statemoit in the Application suggesting that any sstep or 
apnarsto* of the Aop ic«tson maci exammat'on seeks to ren^o^^e no^sc t-om samples 

AcvorJ^ng'y, the attempted combtnation of the Zar Patent and the Wisma Patent fd4 to 
cieate ap> >mn fa<, c ta^v o^obxiousncss for at leis* tbe following reason'? 

i) On ■\pni ^-0, 2007 the I S Sapreiit Co^in. issued i & opiiio^ ^iKbR in*etr'^\fna<. 
Co \ Ideflex, Inc , 327 S Ct 1727, 167 1 Fd 2d "0^ (2007) ( "KSR OpimonO On May 2007 
tie Coi^missioner of Patents sent a mcniorandmi to the Technology Center Directors 
('"Memorandum") t>at the K.SR Opm.or (a) reaffirmed the Graham ^'actors, (b^S did not reiect the 

^'a T e - V e,e^.^■'u - agii. ^pp ic^^'Otj ot t-^t TSVt Test ard (c) reai^^l™•^c'^,1 r>K' -soea ^^ r j\e 
e ^il I -5 N tiiat v/OKsld havt- nromptco a person of ordinary sb^l m the art to cotnb.nc the pnor 
art elemersts is the manner suggested by an Exammei-. 

b) The Examiner has offered no explicit r^ons why a person of drdi«aiy skill in iSje 
art would sedi; to combine tlie refertatoes as suggested by the Examiner. Aocofdmgly, Applicants 
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su 1 1 i i ^ <. <^ k t \ s I 1 ! ^ " t ^ t ^ ^ en^e 

cueo DV tne examiner. 

No h iig it.au f cd d\ in, Fx<m ii ex m tae Zoi Paten* ii c \\ .su 3 Pdtcr' supports a 
pnma facte case of o-^vioi sae&s based or the steadaKl«> of MPFP ^706 02tj) Specificallv, the 
Fxa xi ner bai not shcvn c^plic t the reasons that woidd h2\e srompted a te^son of trdmar)" skill 
,^ tne 1-^ ..o r Hi ■<e f* * nnor s'l ejcments 'he n arner <-itgge<vteu < n Evatiirc 

<, iW^ I ere la 1 a it ^ v _j„ >^ t r ^ w i 

ns..a ed does po* ^c^dcr i c '-esaitaiit combmnoii obvioui, in es'v o a > aJso s jg5,tN*« t'le 
dssrraoihtv x>tthe combmstion." 

Further refeences cannot be modtiled or combined if thar fimUion is destro>eU See 
K'^E? ^214^ 0"* If the propobed modiSciitioi or combtnatiOi:» of the prioi ar* won'd c"'^d»ige 'ht 
prnv r\ o i. i wot M k « i i c ^ 1 c^-* v ^5 ^ 

ye IK t su\n- g 8 on v f I D^^-a ''v s i ^ i,. ^rc 

^VppUcat-tx s CO ict-muH 1 1\ r ^, oj ■^^ -^urx. w r vi 1 jv^i^oxsrg i o^^e f ob ^^-^csthe 
hxanuncr jnpbut argUAiicn nat a pfc^-i^on sJalied mi the an woolc <vcck *o o\s^Cv>'nc tno omssioti 
ol averaging from the 2ur Patent hv combsning the Zur Patent and Wisnia Patent. As wtil be 
aemonstm;ea below, such an attenapted combmation is merely hindst^t. andlails to meet any of 
tc ti. of the k.SR Op nton from the 1^ S Supreme Court 

Si, -sp 1'-. \Dohcants posiion In nat example, the reference required ngid tv for ope'-ator 
V. -cTv^a^ the c a^sned m%ention required resihcac> In that case the Coxirt reverstd the rejection 
<:l^tffig that ^hc "suggested combmatiOK of rc%rences would require a siibstantidl reconbtruct on 
ana ict'esign of the eleirv ^ s o\mi r f jic inmarv reference] a chi.nHC n tiic basic 

^ jrcip'e ir'ern' vi'iv | s h ^ ^ <. on>tnictioi 'Aas icsig-^id * -^pcr-^t*. " The "a-ne 
iji^uat on ^ \ '"0 * S.1 1 er Ihv^s t s esi<^c i K tc ' 

Lia'- iroau^n^ t ij c o {-^^ - i^rwb i ol ne ohei jl\ mprope'' ii> pr^^vidi^o n 
§214101. 
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L' V 1 L^i. - ^ % "v^l •'j; Office Aa^o*: tnt tx^ -^U^ ^^■-e 
lO 17'-'^ i^jre t { v-^i ^.^,no s ^1 ^t)5^b5'^anon ot the lax P^tsn. t."d *]ie Ptibl^rec^ 
\>c" V ' 1 'ippiwracui 1 he ele^iicnts the Fxammer'i, drgiimcnts are *hat 

j s^<^!i c ->ec"i ob-- ' ^ s c V ^ > d'. n\ s^viH r he ..i-* a tie 

tachtugi, Ox Mti^eod ct I ^ecoi^se as MoLcod ct al t^ug£evt&, it is 
critical for prouer maintenance for fee battm char^tensUcs, rech^ge 
scbedal ng. etc to nonitor the conditions of the \chidc bstteti^. ard 

io" 'ise wivn ^''ee* nt veh'cle^ jndn'jdual iT^anca? drr:nostscs is too 
'5>."C C'^'^suis !g Vc^etii! ^ iijgcst^ H woud ^a\e ^een cb\?ous. -to 
Tv^^ec^^e Lie ^.^'>x'Ci cy ai^d cost-eftectiveness of roomlonng & fleet of 
s ehiclcs. t(> trarismn the parameters asid/or alarms to a remote station 
where schedi'JjRg of mamteaance can be centrsliT'ed, Neiliier 
reference ex-j^I-citly discloses dovtnloadina. refe:encc pararpst crs fro-^n 
a re:' ^.1o:c, stat.or \> the diagnogt^c de\'^cc Ho\^ever , it xvoulJ 'ia\e 
been cii^o^i^ to one oi ci>-'n:^y «skJ V5cw ul the te;.cV;ngs of 
Mcleod e^ . . ' su -.^i i . -.Msondl \%ord) ncaidng a bi- 

d!:ectioriaI <o r \ >u> ' t^ cniotc station aiid tbe o:- -board 
dtagr.osiic de\'cc to d,o\v < ' i j^e ^xmi^^^-^ i> the vehicle 
rather than maruadv en^ c" - Iji5jA.>jvViQ 

kno'\n m the a ^v rc ailov'' ^ ^.^ ; h - - iLk (?''^p' 

Once d^dip. zhc Exd:Tu?iv5 na^ nade a ricnber ot inductile leaps not suppoiieo e.tner b> the 
reference soiight to be combined, or by the KSR Opinion. More spedScally: 

L If neither reference explicitl> discloses do\^uIoading reference parameters from a 
remote ^tat-on to the f'jdiji.oioc device^ the Hxansiner's attempted combination fails to establish a 
prima iacie case of ot)viousness, 

2 The at:anpted combmation o*" references again prombited by MPEP §2 1 -^3 b-h 
d|scus5>cd m paragraph C. above. The "mere fact that references can be combined or modiSed 
does not render tlie resdtant combination obvious mless the pnor art also suggests the destrability 
of the combmanon/' Further, references cannot be modified or combined if their function is 
des&oyed See VFEP $2143 01. If the proposed modificatjon or combination of the pnor art 
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Vvouv.' wbargo >e pnnoip^c of operation of the prioi ojI un'ciraon bo3ig rsiooilisiC, then the 
teachings of the references are not siifficient to render the claims prtrm facie obvious . 

3, To merely make a further tmsupported mductive argmrsent ("However, it would 
haN'e been obviou'' f<^ ^nv^ K ordin^ skill.,.") does not cure the problem. The Exammers 
argumenl clearly is hindsight, 

4. The Examisier Mserts that it was well, laio^'tt 'In the art" (but does not state which 
mt in which Beid of tedmology) to dowrdoad reference parametersj because It well "kmrni to 
do^iviiload computer softw-are u|>dates (emphasis added). Again, there is iio rslevmrcy of 
ima)nnect©d argummts the AppHeation uii<ier exaiiiination j or to the att^anpted coinbination of 
?sfer«3ioes. 

E. There is no suggestion^ teaching, or motivation to combine the references. As 
i.*a.ed m the MPFP §706 02{j). ^d apheid by the ICSR Opmion, to estabhssh a pftma fac>,e ^s»q oi 
obv^ousncsb, iliree bas*c cntena mu&t be satisfied (Da sisggcstion or motivation to modify the 
ci*ea reference or to combme the teachings \r\ the csted references. (2) a reasonable expectation of 
<?\iCcross Td the oted re%rences roust teach or suggest ail the dnim 'inuttno' s Tbc c*ed 

\i, irui^^ated *nc < ik^pin^on («.) -^ca^ iv^d the Gf^^fiam tactois (>j gkI rot "e vc* he use 
of ' tcacmrg. i>uggei*tion, or moti\ation" f 'TSM Test") as a factor in tlie obviousness anaJy&is but 
nerch rejected a ngtd apphcat'on of tlie TSM Test, and (c) reaffirmed the neol to make exph>,it 
fe<^Hons that -ft odd ha\c prompted a person of ordtnary ski! m tbv art to combine the ^not art 
ele ''Kn s \t ^ \c s ig^^ itd b> r- h\&m rer 

V. ^\dTt e -^of ofie td exp^cif Ca oo a son -^i (_ 1 n t ^ s r t'-'e ar" 
1 1 v--^ tc 1 <- t.'s;.K>.s ds suggested b> vhe ~ x^-n^.^^' V ^ \-^^^icants 

b^-^" hat c pn iut iudt ^a v. ^ot ob\umsnes<? docs i ot arise from any combinaiion or references 
csted bv the Examiner. 

Not!iuig .dent'fied n the E\amms. i the "^h ee References supports a prima facie case of 
ob'i u est, bascJ on tie sta dad MPh! 5j'06<)2{j). Spccuic^liy, ihe Examiner has not 
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shown exfiiicit fea$0ii.s tfeat would have pfompted a pere^^ in the art to combine 

tH© prior art elements in tlie majsner suggested by aa Examiner. 

G. There is no support fi>r obYiomness mider &e "simple substitution" test of the KSR 
Omion In its KSR opmion the Supcmc Coart also stated that ^'v-hei^ a work ts . va^lo = v . 
ncic of endeavor, design mcentisei, and other nsarket forces cm pro^npt vdr atiois ot a, cither n 
the sane field or a different one" and *'^f a per<fOsi of ordinary skill can i!noleirc*>t a predictabl e 
var.attOK , ^103 hkeiy bars its patentability" Having advanced that obscnathT ! ^.\^x 
Cm ^.oreeded *hat X'stng those concepts ' ^may be mo^e dtfRcult m ot^er c-jNv.^ i ^ i\ 
btwaiN ^. vl ^ ncitcx ti s in^-o'vc n:orc th<3^} ^'s- -^p jpie ^i-?-^ n n ' i \_o^ 

elci <- 1 o I 0" n ' t T ac dpp C'o r o* a knouT tccbnai^jc to a pxcce of piKX axt "u-dy n-)r 

"!lie Supreme LoartS recogniiion of the problem ts consi'Jtent with th\. rule that refererces 
my mt be modified or combined if their fimotion is destroyed MPFP §2143 01 I* *'ie 
proDosed modificatton c^-^-^^' i i^r n o ihe pnor art vioiiid change the t>nncip^e oi opfentios of 
ine one art .nvcntic^ ho ^ i it ^,t 'hen the te.K¥ng^ of the rctercnceb d^'t not s^ffic^crt to 

\.ccox0.xigi>, ^ e asi>crt50U6 o. obviousness m tliis >..ase most also 3Q witndxd>'s,n aecdUis the 
claimed suDject matter m the Application involves far more than the simple substitution of one 
known element for another. 

In addition, pr ma facte s>i.pport for obviousness has not been established because the 
a' iKc •» -'jj.x.l I i-^i. nit- <.'n clearly IS not the nere apphcatson of a known techn'Quc 

to DHor art reaav tor improvement. . 

H There i& no support *^or obxiousness undei tHe ' leasson to conDxttc' test of v,hc KSR 
Ooin^ou I be Sup-enic Coun also siatcd tn KSR that ' often it will be necc&sary to detemixne 
whether thc^c wa& ar apparciit reason to combine the known elements m the fa&hion clamied by 
the patent [aophcatior a* issue (Oi?, emphasis added ) 
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1 he hxjmincr has advaj^ced no apparent reason to combine the cknioBts iu ihc lasla on 
claimed by Applicants. See MPEP §2131. 

1. There is no support fot obviousness unckT the common sense tost of the KSR 
Opinion. The Supiemc O^'un iL^o irtartd in KSR Cv - -'ir'^^v, sen^e ie^icbe^^ thrsr fi^rsiil^-u- 
'^ay hiwQ obviou:s i^ses bcsond ti^cr pnniar\ pafposc," Aiiaoa^b true ihai c^hv^hiov^ j^ensc is the 
:r?us5 u^jommoii sen^o-^, 't evident that the fact that item^ iiaa> have obvious iwc*^ htvond tbct? 
primary purpose does not niciiii that a person vskilled in the art would be motivated to cotiibinc 
elements in tiie manner of the Application. 

"Most if not all inventions arise from a annbination of old dements.., Thus, every element 
of a claimed invention may often be found in the prior art. However, identification in tlie prior art 
of each irdrs ;Jl>.?s pan cidKncd h in^atnciem to dcrcat patcntabihiV of ihe whole claimed 
invention. Set /'■> Z\" F ?d 1365, 55 LSIH52d i,?]3 (Fed, fir 2000). Or. as restated by 
the KSR ( v'-u:;, \-■^v"5^H'n^ 'a svK>'^t, d jkh ^r.suinces rely upon nuiUs-'iig blocks long since 
uncox srod, and claimed discoveries almost of nect^sity wiii be combinatiojis of whac, m some 
sense [presiimably common seme], is already known." See KSR at 15. 

ThnSj tiie common sense urged by Komab md KSR indicate that the attempted combination 
of references by the Examiner does not lead to a coiicinsion of obviotisness. 

J. It shovild be noted again that, as expressly stated in ti^e Zur Paten:, tlie method of 
the Zisr Patent claims the step of "sensing at least one engine characteristic selected from the group 
consisting of engine noise and engine vibration...." see Zur Pattsit, column 39, subparagraph 
element ff), ^ines 14-16. The present inwntion, however, compares battery charactcrifitics to 

jr^'^'Oi ca^eic. '■e o"^ .ii a ^cnsUc ivrt ra:Kc thai cn^iin* no.sc a' i.rg v ■>! i . ) i 

~H < •'it tv ^\*er. a ies notdi^ck-}<Je or lam the tc^t me«; .i^ ^ Oi I ' l '^c^o 
. . 1 c j-^^o^c 1. JoUr : to dov>njoad reference parameters tiom a ^'ei'^iote stat on O e ks.ri,bie 
feature of the pre^ier*^ in\ent:on, among others, is that the detectjoti system disclosed ajid claimed 
m the Apphcation communicates through a saielhtt-ba td viiro^ess commuiitcanon ch&nnel to a 
diagnostic <;tation Application, page 4, pj^ra^ap^i [1020^ 



Mtorr.ey !>vket Xo. 030272 
Customer No. 23,696 



15 



Thus, unlike the featui^es and capabilities of the Zur PateaL the present inventiosi is 
operable througji a mob le co'ninumcatio tcmitaal for oonimun eating with one or more remCvC 
locat f\s ustrg s sdlelhte-bdsed reless commimjcation system The mob le con-hi uni>;at)o i*; 
tcjiTiinal residvs on board a vdi cle so as to be easily acoes.«5ibIe b) the veh dc ctfera^ Sec 
A^^pl ca^op page 5. paragraph [102r The communications s\stcn U^o-k.s 
c "riiruniuahonbet\seer 3 vehicle and o.ie^ o*e diagx osi c static 1 llcvj- v a^-^c f ^ c ^-st 
c*hcr CSS sj^te"' s at u u o r>c .^<^i.d sfdnon v-^ -^rn > '*cl iV tcr 

See '\pphcdtion page 5, '.022 None of thv ftatmcs of a \\n<.]ts5 comr a iicat on <»>'Sve'Ti over 
v'b cb data coacermng a banery ma> be ^ceived, transmitted a d ^red s di«icio<5td or cl& a^ed n 
the Zur Patent in combination with the cited atmhary references. 

Conclusion 

' \ s ^ ot ibt foregoing, App icants respsctfdly request witbdravval oftherejectJOJis oftbe 

Pendiiig CMnis, 

REQUEST FOE ALLOWANCE 
In view of the foregoing, Applicants submit that all pending claims in the apphcation are 
palait&ble. Accordingly, reconsideration and allowance of this a]-'p' \\'st-on are earnestly solicited. 
Should any issues remain unresolved, the Examiner is encouraged lo telephone the undersigned at 
the n^ber provided bdow. 

Respectfully submitted, 

Riehard A. B 
Reg. No. 25,107 



J Richard A. BacWad \ 



5"'75 V^ure: via^e Dn%e 
Nar r eL.o, Cabforma 92121 
Telephone: (858) 65: -41 25 
Facsimile: (858) 658-2502 



